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DETAILED ACTION 

This office action is responsive to communication filed on 07/15/2003. 

Information Disclosure Statement 

1 . The references listed on the Information Disclosure Statement submitted on 
08/26/2003 have been considered by the examiner (see attached PTO-1449A). 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claim 1 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Regarding claim 14: Claim 1 recites the steps of ">A method for permitting the 
sending of electronic mail (email), comprising: under control of a sender: accepting a 
recipient identifier; providing sender information along with a petition provider identifier 
to a recipient; under control of the recipient: providing the sender information to a 
petition provider identified by the petition provider identifier; accepting a petition from the 
petition provider; determining whether the petition is acceptable based on at least one 
of: 1) a sender identity verification method; 2) user input; and 3) third party information; 
and wherein if the petition is acceptable, the sender is permitted to send email to the 
recipient" These steps fails to definitely recite a hardware executing the computer 
software, rendering the claim as recited only an abstract idea. The claim equates 
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merely to a computer code or concept per se since "determining wlietlier the petition is 
acceptable" in the context of the claimed invention are interpreted by the Examiner to 
represent computer code or concept, which does not have a practical application or 
tangible result. 

Regarding claims 2-65: Claims 2-65 are also nonstatutory. The independent 
claims are nonstatutory because of the reason mention for the rejection of claim 1 and 
the dependent claims are nonstatutory because they depend on a nonstatutory base 
claim. 

Appropriate correction is required. The above noticed problems are just 
exemplary. Applicant is required to totally check the application for error and correct the 
same. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1-11, 13-19, 21-31, 33-38, 50-54, 56, and 58-65 are rejected under 35 U.S.C. 



102(e) as being anticipated by Andivahis et a! (Andivahis), Patent No. 7,146,009 B2. 
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Regarding claim 1, Andivahis discloses a method for permitting the sending of 
electronic mail (email) (see figs. 5 a-b), comprising: 
under control of a sender (fig. 5 a): 

accepting a recipient identifier (column 4, lines 46-64); 

providing sender information along with a petition provider identifier to a recipient 
(column 4, lines 46-56; columns, lines 31-41 ; note that the public key request 
represents the petition provider and which encloses sender's identifying information)] 
under control of the recipient (fig. 5 b): 

providing the sender information to a petition provider identified by the petition 

provider identifier (column 4, lines 46-64); 

accepting a petition from the petition provider (column 4, lines 46-56; column5, 
lines 31-41); 

determining whether the petition is acceptable based on at least one of: 1 ) a sender 
identity verification method; 2) user input; and 3) third party information; and wherein if 
the petition is acceptable, the sender is permitted to send email to the recipient (column 
16, lines 57-67, and continue in column 17, lines 1-24). 

Regarding claim 2, Andivahis discloses the method of claim 1 wherein: the sender 
information can include at least one of: 1) a sender identification method; and 2) the 
recipient identifier (column 4, lines 46-64). 

Regarding claim 3, Andivahis discloses the method of claim 1 , further comprising: 
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providing confirmation of the determination to the sender (column 4, lines 22-37). 

Regarding claim 4, Andivahis discloses the method of claim 1 wherein: the step of 
accepting the recipient Identifier is a result of a Web-based interaction between the 
recipient and the sender (column 13, lines 33-44). 

Regarding claim 5, Andivahis discloses the method of claim 1 wherein: the recipient 
identifier is an email address (column 4, lines 12-21 ; 46-56). 

Regarding claim 6, Andivahis discloses the method of claim 1 wherein: the identity 
verification method is one of: 1) an email header "From" address; 2) a password; 3) an 
Internet Protocol (IP) address; and 4) a digital signature (column 12, lines 50-67). 

Regarding claim 7, Andivahis discloses the method of claim 1 wherein: the step of 
determining whether a petition is acceptable utilizes at least one rule, wherein the at 
least one rule is evaluated against the petition (column 16, lines 57-67, and continue in 
column lines 1-24). 

Regarding claim 8, Andivahis discloses the method of claim 1 , further comprising: 
prompting a user for a decision regarding whether or not to accept the petition. 

Regarding claim 9, Andivahis discloses the method of claim 1 wherein: the recipient 
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comprises a Web browser (column 13, lines 33-44). 

Regarding claim 10, Andivahis discloses the method of claim 9 wherein: the sender 
information is provided to the petition provider via a Hypertext Transfer Protocol (HTTP) 
redirect sent to the Web browser. 

Regarding claim 11, Andivahis discloses the method of claim 9 wherein: the petition is 
provided to a petition processor via a Hypertext Transfer Protocol (HTTP) redirect 
message sent to the Web browser; and wherein the petition processor makes said 
determination. 

Regarding claim 13, Andivahis discloses the method of claim 9 wherein: the petition 
provider identifier and the sender information can be combined to form a Uniform 
Resource Locator (URL) that the Web browser can use to access the petition provider 
(column 13, lines 33-44). 

Regarding claim 14, Andivahis discloses the method of claim 1, further comprising: 
providing the petition to a petition processor. 

Regarding claim 15, Andivahis discloses the method of claim 14 wherein: the petition 
processor requires authorization credentials (column 1 5, lines 2-1 7). 
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Regarding claim 16, Andivahis discloses the method of claim 1 wherein: the sender 
identity verification method can be used by an email provider to verify that an email 
message is from the sender. 

Regarding claim 17, Andivahis discloses the method of claim 1 wherein: the petition 
provider generates the petition based on one or more rules (column 16, lines 57-67, and 
continue in column lines 1-24). 

Regarding claim 18, Andivahis discloses the method of claim 17 wherein: a rule can 
determine at least one of: 1) whether to generate the petition; 2) a format of the petition; 
3) an identity of a petition processor; and 4) a recipient email address (column 4, lines 
12-21; 46-56). 

Regarding claim 19, Andivahis discloses the method of claim 17 wherein: a rule can be 
triggered based on the recipient identifier (column 4, lines 12-21; 46-56). 



Regarding claim 21, Andivahis discloses a method for permitting the sending of 
electronic mail (email), comprising: 
under control of a sender (fig. 5 a): 

accepting a recipient identifier (column 4, lines 46-64); 
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generating a petition wherein said generation is based on the evaluation of at 
least one rule that determines the format of the petition based on the recipient 
identifier (column 4, lines 46-56; columns, lines 31-41); 

providing the petition to a recipient(column 4, lines 46-56; column5, lines 31-41); 
under control of the recipient(fig. 5 b): 

accepting the petition (colunjn 4, lines 46-56; column5, lines 31-41); 

determining whether the petition is acceptable based on at least one of: 1 ) a 
sender identity verification method; 2) user input; and 3) third party information; and 
wherein if the petition is acceptable, the sender is permitted to send email to the 
recipient (column 16, lines 57-67, and continue in column lines 1-24). 

Regarding claim 22, Andivahis discloses the method of claim 21, further comprising: 
providing the recipient identifier to a petition provider; and accepting a petition from the 
petition provider. 

Regarding claim 23, Andivahis discloses the method of claim 21 wherein: the sender 
information can include at least one of: 1) a sender identification method; and 2) the 
recipient identifier (column 4, lines 46-64). 

Regarding claim 24, Andivahis discloses the method of claim 22 wherein: the petition 
provider and the sender are part of the same system. 
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Regarding claim 25, Andivahis discloses the method of claim 21 wherein: the step of 
accepting the recipient identifier is a result of a Web-based interaction between the 
recipient and the sender (column 13, lines 33-44). 

Regarding claim 26, Andivahis discloses the method of claim 21 wherein: the recipient 
identifier is an email address (column 4, lines 12-21; 46-56). 

Regarding claim 27, Andivahis discloses the method of claim 21 wherein: the identity 
verification method is one of: 1 ) an email header "From" address; 2) a password; 3) an 
Internet Protocol (IP) address; and 4) a digital signature (column 12, lines 50-67). 

Regarding claim 28, Andivahis discloses the method of claim 21 wherein: the step of 
determining whether a petition is acceptable utilizes at least one rule, wherein the at 
least one rule is evaluated against the petition (column 16, lines 57-67, and continue in 
column lines 1-24). 

Regarding claim 29, Andivahis discloses the method of claim 21, further comprising: 
prompting a user for a decision regarding whether or not to accept the petition (column 
9, lines 1-44). 

Regarding claim 30, Andivahis discloses the method of claim 21 wherein: the recipient 
comprises a Web browser (column 13, lines 33-44). 
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Regarding claim 31, Andivahis discloses the method of claim 30 wherein: the petition is 
provided to a petition processor via a Hypertext Transfer Protocol (HTTP) redirect sent 
to the Web browser; and wherein the petition processor makes said determination 
(column 13, lines 33-44). 

Regarding claim 33, Andivahis discloses the method of claim 21 , further comprising: 
providing the petition to a petition processor (column 4, lines 22-37). 

Regarding claim 34, Andivahis discloses the method of claim 33 wherein: the petition 
processor requires authorization credentials (column 15, lines 2-17). 

Regarding claim 35, Andivahis discloses the method of claim 21 wherein: the sender 
identity verification method can be used by a petition processor to verify that an email 
message is from the sender. 

Regarding claim 36, Andivahis discloses the method of claim 22 wherein: the petition 
provider generates the petition based on one or more rules. 

Regarding claim 37, Andivahis discloses the method of claim 36 wherein: a rule can 
determine at least one of: 1) whether to generate the petition; 2) a format of the petition; 
3) an identity of a petition processor; 4) a recipient email address (column 4, lines 12- 
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Regarding claim 38, Andivahis discloses the method of claim 36 wherein: a rule can be 
triggered based on the recipient identifier. 

Regarding claim 50, Andivahis discloses a system for permitting the sending of 
electronic mail (email) (fig. 4), comprising: 

a sender component operable to accept a recipient identifier and generate 
sender information, wherein the sender information can be used to generate a petition 
(column 4, lines 46-64); 

a petition provider component operable to generate a petition based on the 
sender information and at least one rule (column 4, lines 12-21 ; 46-56); and 

wherein the petition includes a sender identity verification method which can be 
used to 

verify the identity of the sender (column 4, lines 12-56). 

Regarding claim 51, Andivahis discloses the system of claim 50, further comprising: a 
web browser operable to accept the sender information from the sender component and 
provide the sender information to the petition provider component (column 13, lines 33- 
44). 

Regarding claim 52, Andivahis discloses the system of claim 50, further comprising: a 
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petition processor component operable to accept the petition and determine whetlier the 
petition is acceptable based on at least one of: 1) the sender identity verification 
method; 2) user input; and 3) third party information; and wherein if the petition is 
acceptable, the sender component is permitted to send email to a recipient associated 
with the recipient identifier (column 16, lines 57-67, and continue in column lines 1-24). 

Regarding claim 53, Andivahis discloses the system of claim 52, further comprising: a 
web browser operable to accept the petition from the petition provider component and to 
provide the petition to the petition processor (column 13, lines 33-44). 

Regarding claim 54, Andivahis discloses the system of claim 52 wherein: the petition 
processor component can provide a confirmation to the sender (column 4; lines 22-37). 

Regarding claim 55, Andivahis discloses the system of claim 52 wherein: the browser 
can identify the petition based on a Multipurpose Internet Mail Extension (MIME) type. 

Regarding claim 56, Andivahis discloses the system of claim 50 wherein: the sender 
identification verification method is one of: 1) an email header "From" address; 2) a 
password; 3) an Internet Protocol (IP) address; and 4) a digital signature (column 12, 
lines 50-67). 



Regarding claim 58, Andivahis discloses the method of claim 50 wherein: the at least 
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one rule can determine at least one of: 1 ) whether to generate the petition; 2) a format 
of the petition; and 3) an identity of a petition processor. 

Regarding claim 59, Andivahis discloses the method of claim 50 wherein: the at least 
one rule can be triggered based on the recipient identifier. 

Regarding claim 60, Andivahis discloses a machine readable medium having 
instructions stored thereon that when executed by a processor cause a system (fig. 4) 
to: 

accept a recipient identifier(column 4, lines 46-64); provide a petition to a 
recipient wherein the recipient corresponds to the recipient identifier and wherein the 
petition is based on the evaluation of at least one rule; determine whether the petition is 
acceptable based on at least one of: 1 ) a sender identity verification method; 2) user 
input; and 3) third party information; and wherein if the request is acceptable, the sender 
is permitted to send email to the recipient (column 16, lines 57-67, and continue in 
column lines 1-24). 

Regarding claim 61, Andivahis discloses a computer data signal embodied in a 
transmission medium (fig. 5 a-b), comprising: 

a code segment including Instructions to accept a recipient identifier (column 4, 
lines 46-64); a code segment including instructions to provide a petition to a recipient 
wherein the recipient corresponds to the recipient identifier and wherein the petition is 
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based on the evaluation of at least one rule (column 4, lines 46-56; columns, lines 31- 
41 ); a code segment including instructions to determine whether the petition is 
acceptable based on at least one of: 1 ) a sender identity verification method; 2) user 
input; and 3) third party information; and wherein if the request is acceptable, the sender 
is permitted to send email to the recipient (column 16, lines 57-67, and continue in 
column lines 1-24). 

Regarding claim 62, Andivahis discloses a method comprising: accepting a recipient 
identifier (fig. 5 a-b), wherein the recipient identifier can be used to identify an electronic 
mail (email) recipient(column 4, lines 46-64); generating a petition based on the 
recipient identifier and at least one petition rule, wherein the at least one petition rule 
includes at least one of: 1) a sender identification method; and 2) a recipient; and 
wherein the petition can be used by a email provider to allow a recipient to receive email 
from a sender (column 16, lines 57-67, and continue in column lines 1-24). 

Regarding claim 63, Andivahis discloses the method of claim 62, further comprising: 
adding the sender to an email access list for the recipient. 

Regarding claim 64, Andivahis discloses the method of claim 62, further comprising: 
providing the petition to a petition processor, wherein the petition processor can 
determine if the petition is valid (column 9, lines 1-44).. 
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Regarding claim 65, Andivaiiis discloses tlie metliod of claim 62, further comprising: 
determining whether the recipient is licensed to invoke petition generation (column 9, 
lines 1-44). 



Claim Rejections • 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 12,20, 32, 39, 40-49, 55, 57 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Andivahis in view of SHIRAI et al (Gilmour) U.S. Patent No. 



6,154,783. 
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Regarding claim 40: Andivahis discloses the invention substantially as claimed. 
Andivahis teaches a method for permitting a sender to provide electronic mail (email) to 
a recipient (see Andivahis; figs. 5 a-b), said method comprising: 

providing a recipient email address to the sender (see Andivahis; column 4, lines . 
12-21; 46-56); 

providing a petition to the recipient, wherein the petition includes a sender 
identity verification method (see Andivahis; column 12, lines 29-46); 

determining whether the petition is acceptable based on authorization credentials 
and at least one of: 1 ) the sender identity verification method; 2) user input; and 3) third 
party information (see Andivahis; column 16, lines 57-67, and continue in column lines 
1-24); 

adding the sender to an email access list if the petition and the authorization 
credentials are acceptable (see Andivahis; column 15, lines 2-17); and 

However, Andivahis fails to teach a method wherein the email access list is used 
to determine whether or not email from the sender is permitted to reach the recipient. 

In the same field of endeavor, SHIRAI discloses an.. ."When a transmission 
target file is designated, a mail tool 302 extracts users wlio can access the designated 
file from the access list 301 g, and automatically set the extracted users as destination 
users. More specifically, in step S14in FIG. 5, an attached file generation unit 301c 
generates an attached file, and the mail tool 302 extracts users who can access the 
designated file by referring to the access list 301 g. These users are then set as the 
destination of the mail text generated in step S1 1 ..." [see SHIRAI; fig. 15; par. 0116]. 
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Accordingly, it would have been obvious to one of ordinary skill in the networking 
art at the time the invention was made to have incorporated SHIRAI's teachings of 
using both an email access list for acceptable credentials with the teachings of 
Andivahis, for the purpose of improving the ability of a network "...to provide an 
information processing system, an information processing apparatus, and an 
information processing mettiod whicli reduce loads imposed on computer resources, 
computer network resources, and users in file transmission using electronic mail.,/' as 
stated by SHIRAI in par. 0023. By this rationale, claim 40 is rejected. 

Regarding claim 41, the combination Andivahis-SHIRAI discloses the method of claim 
40, further comprising: providing confirmation of the determination to the sender (see 
Andivahis; column 4, lines 22-37). 

Regarding claim 42, the combination Andivahis-SHIRAI discloses the method of claim 
40 wherein: the step of providing the recipient email address to the sender is a result of 
a Web-based interaction between the recipient and the sender (see Andivahis; column 
13, lines 33-44) and (see Andivahis; column 4, lines 12-21; 46-56), 

Regarding claim 43, the combination Andivahis-SHIRAI discloses the method of claim 
40 wherein: the sender identity verification method can be used by the recipient to verify 
that an email message is from the sender (see Andivahis; column 9, lines 1-44). 
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Regarding claim 44, the combination Andivahis-SHIRAI discloses the method of claim 
40 wherein: the identity verification method is one of: 1) an email header "From" 
address; 2) a password; 3) an Internet Protocol (IP) address; and 4) a digital signature 
(column 12, lines 50-67). 

Regarding claim 45, the combination Andivahis-SHIRAI discloses the method of claim 
40 wherein: the petition is provided to a Web browser (see Andivahis; column 13, lines 
33-44). 

Regarding claim 47, the combination Andivahis-SHIRAI discloses the method of claim 
40 wherein: the step of determining whether a petition is acceptable utilizes at least one 
rule, wherein the at least one rule is evaluated against the petition (column 16, lines 57- 
67, and continue in column lines 1 -24). 

Regarding claim 48, the combination Andivahis-SHIRAI discloses the method of claim 
40, further comprising: prompting a user for a decision regarding whether or not to 
accept the petition (column 16, lines 57-67, and continue in column lines 1-24). 

Regarding claim 49, the combination Andivahis-SHIRAI discloses a system (see 
Andivahis; fig. 4) comprising: 

a means for providing a recipient email address to the sender (see Andivahis; 
column 4, lines 12-21; 46-56); 
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a means for providing a petition to the recipient, wherein the petition includes a 
sender identity verification method (see Andivahis; column 4, lines 46-56; columns, 
lines 31-41); 

a means for determining whether the petition is acceptable based on 
authorization credentials and at least one of: 1) the sender identity verification method; 
2) user input; and 3) third party information (see Andivahis; column 16, lines 57-67, and 
continue in column lines 1-24); 

a means for adding the sender to an email access list if the petition and the 
authorization credentials are acceptable; and 

wherein the email access list is used to determine whether or not email from the 
sender is permitted to reach the recipient. 

Regarding claims 12, the combination Andivahis-SHIRAI discloses the method 
of claim 9 wherein: the Web browser can identify the petition based on a Multipurpose 
Internet Mail Extension (MIME) type (see SHIRAI; par. 0007). 

Regarding claim 20, Andivahis discloses the method of claim 1 , further 
comprising: adding the sender to an email access list if the petition is acceptable; and 
wherein the email access list is used to determine whether or not email from a sender is 
permitted to reach the recipient (see SHIRA; par. 01 16). 

Regarding claims 32, 46, and 55: Claims 32, 46, and 55 are similar to claim 12 
and are rejected for the same reason as claim 12 above. 
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Regarding claims 39, and 57: Claims 39, and 57 are similar to claim 20 and are 
rejected for the same reason as claim 20 above. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from 
examiner should be directed to Jude Jean-Gilles whose telephone number is (571 ) 272- 
3914. The examiner can normally be reached on Monday-Thursday and every other 
Friday from 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley, can be reached on (571) 272-3923. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 305-3719. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
3900. 

Jude Jean-Gilles 
Patent Examiner 
Art Unit 2143 

JJG 

January 16, 2007 
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